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Abstract: Objective:The present paper aims at producing a brief accandtanalysis of the changes t
have been made to the Romanian Trademark Law dthéast few years in order to achieve harmorore
with the European Trademark L: Prior Work: The subject is beingesearched especially by the autt
from abroad and only the last years brought newstigations from the Romania Approach:The presen
paper was put together using a synthesis and &@lgpproach, taking in account different sourfresn
legishtion, court cases to papers that have been wattent the subje« Results:The result of this stud
indicates a way of harmonizing the internal ledista of Romania with that of the E.U on the subjant
future directions of Trademark La Implications: The present study does its part in the intellectmaperty
studies research area, offering a better view am phoblems regarding the trademark law anc
naturalization in the legal systems of the memhates Value: The study at hané of great value il
understanding the problems and challenges in thedrazation of legal concepts using the exampl
Intellectual Property Rights in the U
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1. Romania — A Sta¢ Integrated in the E.U., Internal Juridical Efforts

We could begin this presentation by not citing @sjuout a Romanian writer, I. L. Caragiale, whc
the lll-rd Act, Scene 3 of ,A Lost Letter” (1884) relaydietfollowing message through one of
characters, Gavencu: “lI do not want, dear sir, to know of yowr@pe, | want to know only of m
Romania and only of Romania..WWe should now ask ourselves if this line that hesnowritten mor:
than 100 years ago can still be interpreted theesam today, from the perspective of Romani
evolution and continuous legislative modificatioms its legal stage. Fortunately, Romania is fe
with a situation in which, willing or not, it musknow of” Europe and of the European Union,
countries’ cormitments making certain legislative modificatiomglanitiatives for changing juridici
norms mandatory, even if at the moment there isesancertainty regarding the measure of t
actuality or dynamics without the present Europkegal frame. This the case for all the juridic
domains or branches of law that are now forcedetongnently relate to both the different Europ
legal background (depending on the case) and tiragoeent changes that the European society
through, in the Europeardal environment (Evans, 20(C

Of course, as we all know the most effective, peattand by far the most frequently utiliz
instrument to fulfill such purposes is the Europdzinective which shows its effects in differe
domains, one of which beingtellectual propert

However, all those changes are integrated intaglbleal environment that characterizes this dorr
Major steps had been taken towards a great prazfeeemogenization, coming as a result of
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globalization phenomenon, which has very powerftdats over intellectual property law (Dutfield,
2008). Either the end or the beginning of this,edebing on the point of view of the beholder, is
represented by the signing of the so called TRIPEhe Agreement on Trade-Related Intellectual
Property Rights, as a part of the creation andaatation of the World Trade Organization — WTO.
Through this agreement, the states assumed natiegslative changes concerning the patents,
trademarks and copyright, establishing the ministahdards for each part (Narlikar, 2005). Presently
the pillars of this treaty are considered to be USAnada and the EU. Romania as a part of the EU
and follows the guidance of the general directorgd of this international treaty.

Going beyond the entire general Romanian juriditaine, as we already had pointed out, the fine
delicate adjustment becomes a priority which mesinttune with the juridical frame of the European
Union. Therefore, this is one of the most active domaggarding the tentative of modifying the
legislation in the purpose of aligning the natiojstice system to the European general justice
mainframe (Kur, 2008). Such modifications and réaajustment have been operated within all the
essential branches of the main domain of intellcproperty rights and attempt to complete the
national legal mainframe, in order to properly opge it with that of the European Union.

Without going into specifics, we would like to memt the already well-known directives which
regulate the legislation regarding invention paemss well as those regarding sub-domains with
punctual application — types of plants, drawingsegrated circuits, etc. In addition to this, thsra
similarity with the regulation of copyright, soméits elements being connected to these rights. One
of the most important components of these righesthe royalties, which have been regulated after
some changes made to Law 8/1996 regarding the igbpyand the related rights in 2006, as a
consequence of the Directive 2001/84/CE emittedth®y European Parliament and the Council,
regarding the royalties benefiting the author obeginal art masterpiece (JOUE, series L, 272123,
Oct. 2001). In this legal domain, as in many ofimstances, the Romanian Law has transcribed the
text of the directive into law, without much diseerent or solutions, the efficiency of this legal
protection suffering from the total lack of a caitmechanism, the entire process being left at the
whims and goodwill of the persons implicated in tin@rket transactions of works of art (Jucan, 2010).

Last but certainly not least there is the last ricalion that regulates the intellectual propeights
regarding trademarks and geographical indicatiosulgject which we will further expand in the
following paragraphs. Before we continue, thereoie important remark to be made. Even if
regarding this domain, the Romanian legislatorfeasained somewhat passive, even after preparing
the legal framework meant to regulate these affaircontinued to remain a more than blurry
legislation, not even comparable with the Europlegial mainframe. In this regard, the Legal Courts
of Romania have taken the task of integrating amaing into account these new European legislative
guidelines on themselves, through their rulingsgo®d example of this would be the ruling of the
High Court of Cassation and Justice, the Civil Becof Intellectual Property, Civil Ruling no. 4439
30th of June 2008. The object of the case was tmdlict between a trademark that had been
previously registered and a commercial name. Alghoat the time of the ruling there wasn’t an
updated version of Law no. 84/1998 regarding traat&m and geographical indications, the Court
took into account and underlined the fact that gpplying the dispositions of art. 35 of Law no.
84/1998, referring to the unauthorized use of a,sthe Courts must take the European Court of
Justice’s jurisprudence into account, respectivleéy ruling pronounced on September 11th 2007 in
the case file of C-17/06 (Celine), which was basednterpreting art. 5(1) of The Council of Europe
Directive no. 89/104/EEC” (The High Court of Cassatand Justice). We have to mention that
presently, the aforementioned directive is abolishyy Directive 2008/95/CE of the European
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Parliament and the Council, on the 22nd of Oct@8€8 (JOUE, series L 299/25, 8th of November
2008), which will be the object of the present pape

In conclusion, it is obvious that, taking into asnbthe deficiencies of the national legislatiomnl &me

low internal level of protection for trademarkset@ourts have taken advantage of the constitutional
stipulations which allowed them such attitudes hade proceeded to applying the European juridical
norms, including the jurisprudence of the Europ€anrt of Justice. This is of course, a notable gain
to the national jurisprudence but also for the doetand the legislator itself, which was somewhat
forced to make the necessary modifications onriternal legal frame. The abolishment of Directive

89/104/EEC (which dated from the 21st of Decemi®&8) by the new Directive 2008/95/CE came as
an attempt to harmonize the legislations of the bwmstates, to which Romania has finally connected
itself regarding this aspect in the domain of tradeks and geographical indications.

2. The Relevant National and European Legislation

The internal legislation regarding trademarks amdggaphical indications is based on Law no.
84/1998, as it was modified by Law no. 66/2010 Wwheatered effect on thd' of May 2010, which is
probably not a random occurrence. This last onem@ant to synchronize the internal legislation to
the European one, especially to the two Europeddigal norms regarding trademarks: Directive
2008/95/CE already mentioned and The Regulatiof (@®. 207/2009 of the Council from the'26
of February 2009 (JOUE, series L, no. 78" 2f March 2004). We will not be referring to the
aforementioned Regulations because it exclusivefjamrds the notion of EU trademark, notion that
was also introduced within the internal norms ftgkihe form of a new distinchapter, Ch. XI, index
1) through the previously mentioned law, which s @ement that only superficially affects the
intellectual property domain. Given the fact thHat main effort of introducing and naturalizing thes
juridical norms takes place through EU Directives, will not be referring to the Regulations part of
the legislation.

3. The Purpose of the Modifications

The new variant of Law no. 84/1998, after the micdtfons made in 2010 through the application of
the aforementioned Directive and Regulations is thra¢ is greatly updated and adapted to the EU
requirements.

The internal law does not expressly stipulate butais ascertained at the EU level that the legiglat
inconsistencies between various member states lmeustfectively thrown aside so that there can be a
free circulation of goods and services to the endreshing aside “denaturized concurrence” (as the
directive names it). In this case, the goal wouldtd assure a good functioning of the EU internal
market. Moreover, even if at the present time, siistem of the Community Trade Mark is not
compulsory, it is considered to be the best satutay the future. Point no. 3 of the preamble & th
directive refers to the solutions and advantagesiwthe EU community trademark offers and that
must not be ignored.

From a national perspective, the adhesion of Roanaai the European Union demanded the
intervention of the legislative power. If during®Q the adhesion year, the juridical norms thatgmto

intellectual rights were not immediately and dihetargeted by major adjustments, after the adimesio
moment and after the emergence of several signtfiseodifications at the EU level, Romania was
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forced to make these changes too. Romania’s oldigatas on one hand a political one, because of
the adhesion treaty while on the other hand it ingglortant economical and commercial valences
because of the major impact of the adhesion toEeon these two dimensions of the Romanian
society. Beyond all of this, it was very importaior Romania to improve its legal system of
trademarks taking in account the fact that trad&rpestection was very low in the past.

4. The Elements targeted by Law no. 66/2010

We would not start an exhaustive enumeration ofttel changes that had been brought by the
previously invoked juridical norm. We shall refenlp to the most important changes, without
indicating some of the articles which had suffebedause of their subsequent statute, depending to
the previous articles. Some of the novelties browgh by the new law are essential and we will
mostly be referring to them.

In this way, the domain of the law’s applicabilityas effectively adjusted through completing arof 1
Law no. 84/1998 but moreover, the notion of ,tradekii has been properly upgraded at a European
level through the abolishment of the old art. 2 dhd introduction of a new article 2, index 1,
subsequently reassigning numbers to all its agtidie this regard, we must underline that the irdakr
law does nothing more than practically to takedb&nition from the European directive and trarslat

it word by word. This modification did however bgimn new upgrades in the general terminology of
the domain. The redefinition of the ,trademark’ais extremely important step in achieving a more
real and effective protection of these types ofdgobecause the previous text was extremely vague
and superficial (and which defined the ,trademaalk”a ,sign susceptible of graphic representation
employed in the differentiation of products andveras of one physical or juridical person from #os
belonging to others) and could not, under any onstances, offer an effective protection of these
kind of rights (Macovei, 2006). Given the fact tlitatvas difficult to determine which of those signs
that can become distinctive are and what is thesareaof their distinction, the effectiveness ofsehe
legal norms was quite doubtful. Furthermore, thve déd not protect other types of signs besidesghos
susceptible to graphic representation so the ngislégion made the protection of other kind of sign
possible, like holograms and audio signals (Domi2@09). Obviously, this enumeration of art. 3
letter a) was just an illustrative one but the fdefinition of the notion of ,trademark” openedeth
door to many abuses and violation of the rightssame persons (Macovei, 2006). The present
regulation system is much more adequate and takasdount the technological advance and at the
same time the fearsome market competition thatspasvned a myriad of marketing strategies that
revolve around the ,trademark” concept, making rit essential one that holds a very important
advertising and commercial value. Moreover, we muslerline the fact that the protection of the
sound trade marks consecrated by the American Bgaém existed in our legislation before 1998,
the present rollback being a natural and logical. on

The redefinition of the notion of ,trademark” wassperately needed and assuming the European
Union’s provisions on the matter, several otherseguences have emerged in the modalities of
protection of trademarks. Because the new legmsidatrings clarity to the question of what can be a
trademark and what cannot, the degree of protecimh the safety of the right's proprietor have
grown.

Equally as important are the modifications of thecgssive articles from the aforementioned law that
refer to the motives on which the registering oftmdemark” can be rejected or what are the
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conditions of declaring a ,trademark” to be voidt(® and the following ones). There are now new
regulated categories of trademarks, for instaned¢rddemarks that contain signs with a high syneboli
signification, especially a religious one, the gadarks that contain heraldic signs, tags, etdouit
any permission. In this regard, one of the moseliged articles is art. 6, which in its turn draovs
article 3 and 4 of the directive that establishesyvclearly which are the situations when the
registration of a trademark can be refused, drawimglimits for a subjective attitude, enveloping
elements of the Community Trade Mark or CTM. Alesle modifications are linked to the primary
change regarding trademarks and the meaning ofasuackion.

One of the major changes is the addition of a nbapter in the law — Chapter XIl — Community
Trade Mark, which regulates a whole new categorg oew kind of mark (Dutfield, 2008). In fact,
this is the main reason for the legislative chantieg have been implemented, in the sense of
naturalizing this type of trademark within the Ramge legal system. Even from the directive it
results that one of the European Union’s wishabkas the CTM to become preferential, encouraging
the registration of trade marks under it's protecticontributing to the European integration. The
Community Trade Mark already existed in the Europé&mion, the advantages of this type of
trademark being important (Caca2008). The CE Provision no. 207/26.02.2009 tissldishes the
registration procedure appeared later, and aftat thoment Romania immediately took all the
legislative measures for its implementation.

For all these Community Trade Marks, the proteci®established according the above-mentioned
provision (art. 4 paragraph 2), so Law no. 84/1988uld be completed with all these provisions that
became internal compulsory law. At the same tithe, part that is connected with the trade mark
registration procedure was completed, for instaadieles 9, 10, etc., as well as the entire IVth
Chapter. We will not insist on every change, butwi# make a general remark to underline the fact
that the new provision almost excludes the arbjifraoncretely stressing the elements that are
necessary in registering a trademark.

This approach enjoys both the advantages and distatye of the European vision. Thusly, the
bureaucracy was not, in any case, reduced buteonttier hand, a clear order is induced and the step
and central documents that constitute the regisiratiossier are this time explicitly referred to

throughout the legal text, even if unpredictedatituns could still occur regarding the separateiest]

of certain documents by OSIM. Equally importanttie fact that, adapting to today’s society

technological realities, there has been at lastn@tementation of electronic publishing modalities.

By abolishing article 23-25 of the previously mengd law, the third person’s right to formulate an
opposition to registering a trademark was retiidea

The publicity of the Trademark Register is undexinand the electronic publication to which we
referred earlier raises the transparency levehefwhole system and becomes, in certain situation a
central point in the opposability towards third smrs (for instance, in the case of licenses thmiti, u
the modification of the law, would become opposaiee the registration date) and facilitates free
access for any person interested in certain infooma

We are not insisting, as we have already showrlldhe modifications that have been applied ts thi
law (for example, the possibility of renewal foademarks has been somewhat limited), some being
just simple grammar adjustments, generally languelgged (art. 36 paragraph 1 and 2 or others) but
sometimes there are some clarifications of ambiguitwations up until this moment (for example,
art. 46 regulates the dates from which the ruirslare calculated) or modification of certain terms
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(30 days instead of 3 months for contesting an O8&dision, art. 86, 15 days instead of 30 for the
decisions of reexamination art. 88)

Significant modifications have been also made iat twhich regards the sanctions, the fine for
counterfeiting and circulating infractions beindatsished between a minimum of 50.000 Ron to a
maximum of 150.000 Ron.

Finally, OSIM’s competences were completed wittohhgation to inform the European Commission
regarding the national dispositions adopted in pliepose of transposal of the directive, art. 97,
paragraph. L.

We will not relay these two texts in the preserggra the internal one and the European directae -
as to be able to follow these identities, not pesemblances. The reality is that at the levehtdrnal
legislation, the effort was minimal, without preais referring to certain aspects but directly assgm
(sometimes using theopy-pasteprocedure) the provisions of the directive. Foaraegle, the legal
provisions regarding licenses or in the case offtlasons of refusal and nullity, the whole textha
directive was taken over. In the second situatthe, taking over was realized in a succession that
sometimes loses every trace of logical coherendejipating in a mixture of old internal provisions
and new optional ones that were integrally adojtech the directive. All these provisions become
more coherent only in reference to the rights sadeded by a trademark.

The same directive, assumed by the national laf@rge¢o and regulates aspects regarding the rights
conferred by a trademark, modalities of limitingesen putting out of the trademark related rights
(the emaciation, ruin, sanction for not using thedémark) and also aspects regarding the license
contracts that have trademarks as objects. Alhe$é¢ norms have been assumed by the Romanian
legislator in their naked form, without modifyingeim or optimizing them to the necessities of the
Romanian environment.

5. The Efficiency of the Provisions and Proposals

One of the first consequences is a somewhat lackdapting the internal legislation relating not
necessarily with European norms but especially Withdomains of the contemporary economy. As
we have showed, the inner workings of this law sl@olack of consistency, an imbalance between
these European norms, extremely detailed throughatking over of the mentioned directive and the
rest of the legal dispositions that existed befanehand were kept as such, which sometimes are
extremely short-sighted and which, under certaipeets concerning the whole legal text, seems
broken off from the rest of the norm or insuffidignregulated. The European Directive has left an
almost full liberty in that which relates to therdmal modalities of registering a trademark, the due
taxes, the sanctioning modalities of breaking #gal provisions, the procedure involved in différen
litigations, etc. Thusly, the Romanian State hdg taken over the modifications recommended by the
directive, without proceeding to modify the essentehe rest of the juridical norm. The problem
facing the trademark domain is not only one of iowning but especially one related to applying the
law and providing an efficient protection to tradeks.

An example of lack of efficiency is the one regaglthe sanction modalities of the breach of the
trademark right. Art. 83 and the next one from L8#1998 which regulates these aspects related to
penal law were also modified.
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The European directive however does not have esigratipulated provisions that can be taken as
they are, the modifications command themselves dmigugh the general modifying of the law.
Thusly, once a new juridical frame has been esfabll regarding the trademark itself, the modifying
of the sanctioning of trademark related breaches imaits turn imposed not only regarding the
guantitative aspect but especially regarding deetiding to the breach of these rights under penal
law. As a brief addendum, we must point out thathim Penal Code there are no detailed provisions
that could complete these norms but only adopt therent form. As a consequence, as penal law is
concerned, the vision has remained the same, glththe real market situation imposes an urgent
intervention. There is no need in arguing that tharket is invaded with counterfeit products,
especially by counterfeiting trademarks. At the samme, it is obvious that the circulation and
existence of these products represent a breacbtafnty the rights of the proprietor of the respest
trademark but a grave breach of the consumer'ssijighhich is more or less naively misled by
forgeries that are more or less obvious.

The proprietor of the rights benefits from the fantin adulteration”, a civil action that can bkl by

any interested person who's rights are breachethynway and to whom lesion has been caused but
the possibility of identifying every existent coarfeiting on the marker is at present extremely
reduced. As a reaction to this, we are beginningge more and more complaints made by big
companies that wish to protect their property iis tiomain, and so companies like Siemens — civil
injunction no. 244/R, 23rd June 2005 Bucharest ColiAppeal, Nokia - civil injunction no. 192/A
31st May 2005 Bucharest Court of Appeal, Adidasiwl énjunction no. 1996 8th Dec. 2004
Bucharest Court of Appeal, Tommy Hilfiger - civiljunction no. 341/A 6th Oct. 2005 a Bucharest
Court of Appeal, Gucci - civil injunction no. 370/A7th Oct. 2005 a Bucharest Court of Appeal
(Spineanu-Matei, 2006). Adding to these, it seehad tomplaints filed by internal trademarks of
limited circulation become ever-more present, a slpt the reactions against this phenomenon of
breaching the law are becoming more and more poierf

As it was expected, most of the material withinstldomain, both from a doctrinary and a
jurisprudence point of view comes from the westenmironment, especially the Anglo-Saxon legal
area. In this respect, we are facing a great nunolbestudies on this subject and an extensive
jurisprudence. In these legal domains, the trademsia form of property is viewed as an idea that i
that is deeply rooted and which in our legal systemot sufficiently outlined and more importantly,
not sufficiently respected. Of course, the disaussican vary and mainly take in account the
monopolistic tendencies of some big companies Haate taken control over a market segment
through intellectual property rights, a classicehraple being the Disney Company. This company
massively invests in copyright and trademark — d@vermillion USD in 2009 — maintaining monopoly
on the chosen segment for a period of 120 yeategtresent day, this being the interval at whiwh t
protection over the companies’ products has betandrd(Kenny, 2011)In a Business Week study,
the most valuable trademarks were considered t6@dma-Cola, Microsoft, IBM and GE (Poltorak,
2002).

In the end, the big companies take in account $serdial function of the trademark, function whigh
somewhat disregarded at the moment in which thal legrm is adopted and the trademark legislation
implemented and that function is the regulatiothef market and that of competition (Griffits, 2008)

In the future, the legislation would as well hawestart taking in account one of the most poweafid
problematic threats of the trademarks: the Intermed all the possibilities offered through it
(Schwabach, 2007), (Committee on IPR, 2000). Takingccount that the conditions according to

115



European Integration - Realities and Perspectives 2011

which the European legislation that needs to b@iadois in a less advanced phase that the onein th
U.S, U.K or Canada, the need for harmonizationadiscovering ways in which this harmonization
would be possible, the Romanian legal environmans at aligning itself to these general effortg th
present juridical norms constituting the base gir@cess that needs to be continued. This vast and
actual trademark domain is, as we have shown, éordinuous expansion and development stage
given the conditions of a globalized world econaimgt is in a permanent state of transformation and
in a situation in which there will always be persahat will try to break or elude the legal proviss
protecting intellectual property. As a consequettus, legal domain is one that requires a contisuou
vigilance because the juridical norms would havidep up with the socio-economical reality and to
support a viable and permanent interrelation batvirtellectual property norms, penal law norms, the
general legislation that protects against unfampetition and the regulation of the Romanian custom
system.
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